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I. A SIGNIFICANT OPERATING FEATURE OF THE PRESENT INVENTION, WHICH IS 
EXPRESSLY SET FORTH IN THE REJECTED CLAIMS, IS ALTOGETHER IGNORED BY THE 
EXAMINER 



The present invention addresses a problem of prior art biometric verification systems 
which use registered biometric information of authorized individual, for verification of that 
individual at a verification facility. Particularly, the biometric information may be stolen or leaked 
to third parties and be used by them to the severe disadvantage of the involved individual. 
(Application, pages 1-4). 

By contrast, the system of the invention "positively" prevents this by processing the 
biometric information, at least through a conversion process (and preferably also a feature 
extraction process) such that only the converted biometric information (and typically only 
extracted features thereof) is employed at the verification facility. The converted information, 
even if stolen or leaked, is of no use to a third party. (Specification at pages 4-9 and 11-15, inter 
alia ; see also, R1 1 filed July 13, 2003 at pages 6-7 and 10-11.) (The conversion and extraction 
functions may be reversed). (Specification, page 19 and 38). 

The cited references to Kanevsky and Priddy are susceptible to the very same 



1 The USPTO Pre-Appeal Brief guidelines specify that the Paper Number and pages thereof, of 
documents in the prosecution history, should be cited. However, the Office Actions received by Applicants 
have no Paper Numbers nor are they routinely indicated in the PAIR record. Hence, Applicants have 
adopted designations OA1 through OA6 for successive Office Actions, AA for Advisory Action and R1-R5 
for the Responses herein. A print out of the PAIR listings for the subject application is attached as Exhibit 
A and the Papers as identified thereon are annotated with their respective R, OA and AA designations. 
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deficiencies of the admitted prior art (Response 1 filed July 21 , 2003, pages 1-4), since neither of 
the cited references to Kanevsky and Priddy teaches carrying out a verifying process using 
encrypted data; instead, each must decrypt the encrypted data back to the original data form in 
order to carry out verification. (R2 filed July 21 , 2003 at pages 11-14). The cited reference to 
Strait likewise has no such teaching of converting and extracting features of biometric data and 
performing verification using same - - although the Examiner attempts improperly to suggest 
such a teaching is present in Strait (R5 at pages 11-13 and see also Section III, infra . 

II. THE EXAMINER HAS INAPPROPRIATELY GROUPED THE CLAIMS, RENDERING THE 
REJECTIONS ILLOGICAL 

The Examiner segregated the independent claims into three groups (OA3 mailed 
October 2, 2003, in Item 3, pages 2-3 and 8-9). 

Applicants challenged the Examiner's groupings of the pending claims, since claims with 
different limitations were grouped together while claims with common limitations were put in 
different groups - - and proposed a reorganization of the claims to be consistent with their 
respective recitations and the sequences thereof. (R3 of February 2, 2004 at page 2-3 and 
pages 8-9). 

The Examiner responded (OA4 of March 3, 2004, page 2, Item 3), asserting only that a 
"broad but reasonable interpretation of the claim has been applied and claims have been 
grouped according to their scope and subject matter..." - - but without explaining that 
"interpretation". 

Applicants responded, again objecting and presenting a detailed demonstration of proper 
groupings of the claims - - abbreviating the functions, generally recited in the claims, of 
measuring, converting, extracting, registering, verifying (and a modified verifying) as M, C, E, R, 
V (and V 1 ), respectively, and then grouped claims of a common sequence of common functions 
in a respective, common group. (R5 of August 3, 2004 at pages 2-3 and attached Table). The 
Examiner's response was to assert not only that "comparing and verification is the same 
function " but also that: 

...[T]he process of verification recited in all of the independent claims 1, 
19, 27, and 9, 22, 28 is the same and produces the same result 
regardless of the order of steps performed prior to verification. 

(AA mailed September 23, 2004 in part 2.2) The Examiner then "pointed out" that: 

... [Verification is performed by comparison of a biometric sample 
information in the corresponding form previously obtained and stored. 
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[F]or the purpose of comparing two pieces of biometric information it is 
irrelevant whether these pieces are extracted converted portions of 
biometric information or converted biometric samples. 

(AA at page 3) 

Likewise, in the final rejection mailed May 12, 2005 at page 9, the Examiner asserts that, 
with regard to the terminology of Applicant's claims: 

all of the functional steps performed are used for accomplishing one thing 
verification of the biometric information and thereby authenticating an 
individual... [T]he process of verification recited in all of the independent 
claims... is the same and produces the same result regardless of the order 
of steps performed prior to verification. 

(Emphasis added) 

The Examiner either ignores, or does not understand, the important distinction of the 
present invention over the prior art, discussed in §l, supra - - and that "biometric information" is 
not registered and used herein for verification. 

Nowhere does the Examiner cite any authority justifying his wholesale disregard of the 
claim limitations as to functions performed and the order thereof, as well as the special character 
of the registered information at a verification facility. Applicants submit that it is hornbook law 
that the Examiner's treatment of the claims is improper. 

III. THE EXAMINER MODIFIES THE STRAIT DESCRIPTIONS BY INSERTING THEREIN 
TERMS OF APPLICANT'S CLAIMS - - AND THEN RELIES ON THE REWRITTEN 
DESCRIPTIONS TO REJECT THE CLAIMS ■ ■ AND EVEN FOR "MOTIVATION" 

The Examiner inserted Applicants' claim terms "extracting" and "converting" into a 
purported quotation from the Strait reference, as though synonyms of Strait's terms "recording" 
and "convolving", respectively. (OA3 mailed October 2, 2003 page 4). Applicants challenged 
that tactic as inappropriate and inaccurate, pointing out that Strait did not use those terms of 
Applicants' claims and that, instead, the Strait terms had definitions diametrically opposed to 
Applicant's respective claim terms, as evidenced by dictionary definitions. (R3 filed February 2, 
2004, page 3-5 and Exhibits A and B). 

The Examiner repeated and relied upon his distorted quotation of Strait (OA4 mailed 
March 3, 2004, pages 2-4), which Applicant again disputed (R4, Item 5 at pages 6-8) - - and then 
he expanded on same to assert that Strait teaches "verifying the converted biometric information 
by comparing the error correcting code words produced from the convolved biometric 
measurements (i.e.. converted extracted feature biometric information)...." (Emphasis added). 
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(OAS at pages 2-3). The Examiner further asserted: 

Examiner maintains that one of ordinary skill in the art would have been 
motivated to verify the extracted feature converted biometric information 
by comparing it against the extracted feature converted biometric 
information previously obtained as taught in Strait for securing a 
cryptographic system based on biometric measurements (see Strait, col. 
2, lines 60-65). 

Examiner points out that the motivation to combine the teachings of 
Kanevsky and Strait is explicitly provided in Strait (col. 2 t lines 60-65). 

(OAS at page 3) 

The Examiner, self-apparently, now relies on his rewritten description of Strait, using 
Applicants' claim terminology, as the motivation to combine the teachings of Kanevsky and Strait 
in support of the 35 U.S.C. §103 rejection of Applicants' claims. That is not the teaching of Strait 
(R5 at pages 12-13 but prohibited hindsight: In re Rouffet, 47 USPQ2d 1453, 1457; see also 
MPEP §2143.01 ); moreover, Strait at col. 2, lines 60-65 affords no basis for the alleged 
"motivation"; but merely states: 

A further advantage of the present invention is that a method and system are 
provided for securing a cryptographic system based on biometric 
measurements . 

(Strait at col. 2, lines 60-65 and R5 at page 13). This describes, at best, the admitted prior art - - 
and is irrelevant to the invention of Applicants' rejected claims. 

CONCLUSION 

The history of rejections herein run counter to the mandate of the Federal Circuit Court, 
that "the definition of claim language should be obtained by the language of the specification, 
(Phillips v. AWH Corp. , (Fed. Cir. 2005) (en banc), Appeal No. 03-1269, - 1286, July 12, 2005) 
Dictionaries can be used as extrinsic evidence, but the definition is "less significant" than what is 
provided in the specification. (Phillips , page 18). 

The Examiner herein has ignored Applicants' specification and the dictionary evidence 
presented to him, has asserted his right to disregard material claim limitations and has distorted 
the teachings of the references to mount unsupported rejections - - and also failed to cite 
appropriate grounds of motivation. 
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The rejections are without basis and should be withdrawn. 



Respectfully submitted, 
STAAS & HALSEY LLP 




Date: August 12. 2005 

" H.J. 

Registration No. 22,010 

1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 



CERTIFICATE UNDER 37 CFR 1.8<a) 
I hereby certify that this correspondence is being deposit 
ed with the United States Postal Service as first class 
mail in an envelope addressed to: Commissioner for 
Patents, RO. Box 1450, Alexandria, VA 22313-1450 
on SjlIX ,20jC£__ 

STAAS & HALSEY . , 

b* — *iy^<* e /WAtiw 

Date: ? - /I- or 
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